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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 

 Opposition No. 91219179 

 

Serial No.  86031633 

 

                

SPLIETHOFF'S BEVRACHTINGSKANTOOR B.V.,     

                          

Opposer,                            

               

v.                   

                          

UNITED YACHT TRANSPORT LLC.,           

               

Applicant.               

___________________________________________/     
 

OPPOSER'S MOTION FOR LEAVE TO FILE  

THIRD AMENDED NOTICE OF OPPOSITION AND  

SUPPORTING MEMORANDUM OF LAW 

 

Opposer SPLIETHOFF'S BEVRACHTINGSKANTOOR B.V. ("Spliethoff"), by and through 

its undersigned counsel, pursuant to 37 C.F.R. § 2.107 and Rule 15(a) of the Federal Rules of Civil 

Procedure, hereby moves the Trademark Trial and Appeal Board (the "Board") for entry of an Order 

granting Spliethoff  leave to file a Third Amended Notice of Opposition to Applicant UNITED 

YACHT TRANSPORT LLC.'s trademark application. The purpose of the proposed amendment is to 

add the additional ground of lack of priority based on "unlawful use" to Spliethoff's opposition to 

Application Serial No. 86031633 for the mark "UNITED YACHT TRANSPORT" (the 

"Application")(the "Mark") and to include supporting factual allegations that Applicant's yacht 

transport services using the Mark prior to February 8, 2016 were in violation of the Shipping Act of 

1984.  
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In support of this Motion, Spliethoff respectfully submits the following Memorandum of 

Law and the separately-filed Declaration of Sandra I. Tart ("Tart Decl.").Concurrently herewith, 

Opposer also has filed and served a Motion to Suspend and Memorandum of Law in support thereof.  

A copy of the proposed Third Amended Notice of Opposition is attached hereto as Exhibit 

"A."  

MEMORANDUM OF LAW 

I. INTRODUCTION 

Spliethoff seeks leave to file a Third Amended Notice of Opposition, based on evidence 

obtained by Spliethoff in April and May 2016 from the Federal Maritime Commission to add the 

opposition ground that Applicant's use of the Mark prior to the February 8, 2016 effective date of 

Applicant's "ocean transport intermediary" license was in violation of the Shipping Act of 1984 and 

that Applicant's unlawful use of the Mark does not give rise to trademark registration rights or 

trademark priority of Applicant.  

Applicant filed the Application on August 7, 2013. However, Applicant was not licensed  as 

an "ocean transport intermediary" until February 8, 2016 as required by the Shipping Act of 1984 

(the "Shipping Act" or "Act"). Accordingly, Applicant's yacht transport services using the Mark 

from the first date that it rendered yacht transport services in October 2013 through the date of its 

belated licensure in February 2016 by the Federal Maritime Commission ("Commission") were 

unlawful and in violation of the Shipping Act and the Commission's implementing regulations.   

It is well settled that only lawful use of a mark in commerce may give rise to trademark 

rights or trademark priority. Under the Shipping Act,  a person or entity acting as an  "ocean 

transport intermediary" in the United States as that term is defined in the statute, must obtain a 
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license from the  Commission, provide the Commission with proof of financial responsibility and 

publish a tariff.  

Discovery responses provided by Applicant show that in October 2013, Applicant began 

providing the services of transport of yachts by boat in U.S. foreign commerce. However, Applicant 

did not hold the required "ocean transport intermediary" license until February 8, 2016 and 

Applicant applied for such license only after the Commission's Bureau of Enforcement  conducted 

an investigation in 2015 into Applicant's unlawful activities.  

Spliethoff should be permitted to amend its Notice of Opposition to add the opposition 

ground of "unlawful use" because (a) the amendment would not be futile, (b) Spliethoff acted with 

diligence to investigate this opposition ground as soon as Applicant published its ocean transport 

intermediary license  online in 2016 and (c) Opposer filed the instant Motion to amend promptly 

after obtaining evidence from the Commission to support the proposed opposition ground of 

"unlawful use." As set forth in the supporting Declaration of Tart,
1
 the issue of Applicant's failure to 

comply with the Shipping Act of 1984 first came to counsel's attention in late March 2016 after 

Applicant published its "NVOCC" (non-vessel-operating common carrier) license number on its 

website. (Tart Declar., ¶ 5 and Exhibit "A"). Spliethoff promptly investigated same by means of its 

counsel's Freedom Of Information Act ("FOIA") request to the Commission. (Tart Declar., ¶¶ 6 and 

7).  Documents furnished by the Commission in response to the FOIA request establish that the 

effective date of Applicant's ocean transport intermediary license was February 8, 2016. (Tart 

Declar., ¶ 8 and Composite Ex. "B").  Spliethoff also investigated this issue by serving written 

discovery on Applicant on March 25, 2016, April 7, 2016 and April 22, 2016 which focused on  

                                                 
1
  Unless otherwise noted, all subsequent references to "Exhibits" herein are to the 

lettered attachments accompanying the Tart Declaration.  
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Applicant's licensure as an ocean transport intermediary. (Tart Declar., ¶10 - 11).   Applicant served 

responses which raised the objection of "relevancy" to all Spliethoff's written discovery which 

sought discovery related to the issue of Applicant's unlicensed activities in violation of the Shipping 

Act. (Tart Declar., ¶ 12 - 13).   However, Spliethoff obtained responsive documents from the 

Commission in response to its FOIA request which support and establish the opposition ground of 

"unlawful use."  (Tart Declar., ¶¶ 8 and 9, Composite Ex. "B" and "C").    

Under the current Scheduling Order, the Discovery Period closes on June 29, 2016. 

Spliethoff has contemporaneously filed a Motion to Suspend proceedings and requested therein that 

the Board allow the requested amendment and re-set the current pretrial deadlines.  Applicant will 

not be prejudiced by the granting of the requested amendment because all of the facts relating to the 

opposition argument of lack of priority based upon "unlawful use" are within the knowledge of 

Applicant.  

II. ARGUMENT 

A. "Use in Commerce" Under the Lanham Act Requires Lawful Use  

  To Establish Trademark Rights and Priority 

 

The "use in commerce" requirement of the Lanham Act requires lawful use to establish 

trademark rights and priority. See 15 U.S.C. § 1127. "It has long been the policy of the PTO’s 

Trademark Trial and Appeal Board that use in commerce only creates trademark rights when the use 

is lawful."  CreAgri, Inc. v. USANA Health Sciences, Inc., 81 USPQ2d 1592, 1594 (9th Cir. 2007); 

See e.g., Nationstar Mortgage LLC v. Ahmad, 112 USPQ2d 1361, 1373-1374 (TTAB 2014);  The 

John W. Carson Foundation v. Toilets.com, Inc., 94 USPQ2d 1942 (TTAB March 25, 

2010)(summary judgment entered in favor of opposer where it was a legal impossibility for applicant 

to make lawful use of the mark "Here's Johnny" in view of prior entry by Sixth Circuit of permanent 
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injunction against such use by applicant); In re Midwest Tennis & Track Co.,  29 U.S.P.Q.2d 1386, 

1386 n.2 (TTAB. 1993); Clorox Co. v.  Armour-Dial, Inc., 214 U.S.P.Q. 850, 851 (TTAB 

1982)("'use in commerce' means a 'lawful use in commerce'"); In re Pepcom Indus., Inc., 192 

U.S.P.Q. 400, 401 (TTAB 1976); In re Stellar International, Inc., 159 U.S.P.Q. 48, 51 (TTAB 

1968); see also United Phosphorus Ltd. v. Midland Fumigant Inc., 53 USPQ2d 1929, 1932 (10th 

Cir. 2000); Trademark Manual of Examining Procedure (TMEP) § 907 (Apr. 2014 Rev.).  

B.  The Shipping Act of 1984 Required Applicant To Be Licensed As An Ocean  

 Transport Intermediary To Lawfully Provide Its Yacht Transport Services  

 

The Shipping Act of 1984, at 46 U.S.C. §§ 40101,  et seq., prohibits any person in the United 

States from providing services as an "ocean transport intermediary" without a license issued by the  

Federal Maritime Commission, a bond to ensure financial responsibility and publication of its tariff.    

Under the Act, an "ocean transport intermediary" means either an "ocean freight forwarder" 

or a "non-vessel-operating common carrier." 46 U.S. Code § 40102(19).  The Act defines the term 

"non-vessel-operating common carrier" or NVOCC as: a common carrier that (A) does not operate 

the vessels by which the ocean transportation is provided; and (B) is a shipper in its relationship with 

an ocean common carrier. 46 U.S. Code § 40102(16).  The term "ocean common carrier" is defined 

by the statute as a "vessel-operating common carrier."  46 U.S. Code § 40102(17).   

The Act, at 46 U.S.C. § 40901 entitled "License requirement," provides in pertinent part:  

(a) In General.—  

A person in the United States may not act as an ocean transportation 

intermediary unless the person holds an ocean transportation 

intermediary’s license issued by the Federal Maritime Commission. 

The Commission shall issue a license to a person that the 

Commission determines to be qualified by experience and character 

to act as an ocean transportation intermediary. 

 

 The Act, at 46 U.S.C. § 40902, entitled "Financial Responsibility," provides in pertinent part:  
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(a) In General. — A person may not act as an ocean 

transportation intermediary unless the person furnishes a bond, proof 

of insurance, or other surety—  

 

(1) in a form and amount determined by the Federal Maritime 

Commission to insure financial responsibility; and 

 

(2) issued by a surety company found acceptable by the Secretary of 

the Treasury. 

 

 To implement the Shipping Act, the Federal Maritime Commission has issued regulations, at 

46 C.F.R., Part A § 515.3, governing the licensure for ocean transport intermediaries, as follows:   

License; when required.  

 

Except as otherwise provided in this part, no person in the United 

States may act as an ocean transportation intermediary unless that 

person holds a valid license issued by the Commission. A separate 

license is required for each branch office that is separately 

incorporated. For purposes of this part, a person is considered to be 

“in the United States” if such person is resident in, or incorporated or 

established under, the laws of the United States. Only persons 

licensed under this part may furnish or contract to furnish ocean 

transportation intermediary services in the United States on behalf of 

an unlicensed ocean transportation intermediary. 

 
 

The Act, at 46 U.S. Code § 41302(a) entitled "Investigations," authorizes the Federal 

Maritime Commission to "investigate any conduct or agreement that the Commission believes may 

violate" the Shipping Act.  

C.  Leave to Amend Should Be Freely Granted  

Amendment of pleadings in an opposition proceeding before the Board are governed by 37 

C.F.R. § 2.107(a) which states: '[p]leadings in an opposition proceeding may be amended in the 

same manner and to the same extent as in a civil action in a United States district court. Fed. R. Civ. 

P. 15(a) states that "leave to amend 'should be freely given when justice so requires;' this mandate is 
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to be heeded." Foman v. Davis, 371 U.S. 178, 182, 83 S. Ct. 227, 230 (1992)(citation omitted); see 

generally Boral Ltd. v. FMC Corp., 59 U.S.P.Q.2d 1701 (TTAB 2000). In exercising its discretion to 

allow amendments, the Board should be guided by the underlying goal of allowing amendments in 

order to facilitate a complete decision on the merits. Filmtec Corp. v. Hydranautics, 67 F.3d 931, 

935 (Fed. Cir. 1995), cert. denied, 117 S. Ct. 62 (1996).  

Consistent with the foregoing policy, decisions of the Board establish that the Board liberally 

grants leave to amend pleadings at any stage of the proceedings when justice so requires, unless 

entry of the proposed amendment would violate settled law or be prejudicial to the rights of the 

adverse party. TBMP § 507.02; see Boral Ltd., 59 U.S.P.Q.2d at 1701; Am. Optical Corp. v. Am. 

Olean Tile Co., 168 U.S.P.Q. 471, 473 (TTAB 1971).This is the case even when an opposer seeks to 

amend its Notice of Opposition to plead a claim other than that stated in its original complaint. See, 

e.g., Marmack Ltd. v. Nutrexpa S.A., 12 U.S.P.Q.2d 1843, 1844 (TTAB 1989); Fioravanti v. 

Fioravanti Corrado S.R.L., 230 U.S.P.Q. 36, 40 (TTAB 1986).  

Under TBMP § 507.02(a), the timing of a motion for leave to amend plays a large role in the 

Board's determination whether the adverse party would be prejudiced by allowance of the proposed 

amendment. Where the grounds for amendment are learned in discovery, amendment of the Notice 

of Opposition should be allowed. See e.g. Karsten Manufacturing Corp. v. Editoy AG, 79 

U.S.P.Q.2d 1783, 1786 (TTAB 2006)(motion for leave to amend pleading granted because grounds 

for new claim was learned during discovery).  

D. The Proposed Third Amended Notice of Opposition Should Be Allowed  

Opposer's instant motion for leave to amend asserts a well-settled ground for opposition, is 

timely and falls well within the parameters of 37 C.F.R. § 2.107(a) and Rule 15(a). Therefore, the 

Board should allow Spliethoff's proposed amendment. The opposition ground of "unlawful use" was 
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only revealed when Applicant published its ocean transport intermediary license number on its 

website after Applicant was licensed on February 8, 2016.  Upon learning of Applicant's NVOCC 

license in late March 2016, Spliethoff diligently investigated whether Applicant had provided yacht 

transport services as an unlicensed "ocean transport intermediary" in violation of the Shipping Act 

by serving a FOIA request on the Federal Maritime Commission and written discovery on Applicant 

regarding this issue.    

Applicant's provision of unlicensed ocean transport intermediary services was in violation of 

the Shipping Act from October 2013 until February 8, 2016. Applicant's unlawful use of the Mark  is 

not "use in commerce" under the Lanham Act that may give rise to trademark rights or trademark 

priority.  Applicant's failure to comply with the Shipping Act is fatal to its claimed priority of use of 

the Mark and registration rights under its pending Application. Spliethoff should be permitted to 

amend its Notice of Opposition to assert lack of priority based on "unlawful use" as a ground of 

opposition.  

IV.  CONCLUSION 

For the reasons and authorities set forth herein, Opposer Spliethoff Bevrachtingskantoor B.V, 

prays that the Board grant the instant Motion and permit Spliethoff leave to file the attached 

proposed Third Amended Notice of Opposition.   

Dated: June 7, 2016  
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 Respectfully submitted, 

 

 

/s/ J. Michael Pennekamp 

 J. Michael Pennekamp 

Fla. Bar No. 983454 

Email: jpennekamp@fowler-white.com 

Sandra I. Tart 

Fla. Bar No. 358134 

Email: start@fowler-white.com 

 

FOWLER WHITE BURNETT, P.A. 

Espirito Santo Plaza, Fourteenth Floor  

1395 Brickell Avenue  

Miami, Florida 33131  

Telephone:    (305) 789-9200  

Facsimile:    (305) 789-9201  

 

Counsel for Opposer   

 

CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing Opposer's Motion for Leave to 

File Amended Notice of Opposition has been e-filed via ESTTA and served upon Bryan D. Hull, 

Esquire, counsel for Applicant United Yacht Transport, LLC, by email to bhull@bushross.com, this 

7th day of June, 2016.  

  

/s/ Sandra I. Tart  

 Sandra I. Tart 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 

 

_____________________________________________ 

               )  

SPLIETHOFF'S BEVRACHTINGSKANTOOR B.V.,     ) 

                          ) 

Opposer,                          ) 

               ) 

v.                )   

                                                                                            )               Opposition No. 91219179 

               ) 

                          )  U.S. Appl. Serial No.  86031633 

UNITED YACHT TRANSPORT LLC.,           ) 

               ) 

Applicant.               ) 

_____________________________________________  )      
 

[PROPOSED] THIRD AMENDED NOTICE OF OPPOSITION 
 

In the matter of U.S. Trademark Application Serial No. 86031633 covering the mark 

"UNITED YACHT TRANSPORT" filed on August 7, 2013, under Section 1(a) by United Yacht 

Transport LLC, a limited liability company organized under the laws of the State of Delaware 

(“Applicant”), having its principal place of business at 2830 State Road 84, Suite 118, Dania Beach, 

Florida 33312, published in the Trademark Official Gazette on July 8, 2014, time being extended, 

Opposer, Spliethoff's Bevrachtingskantoor B.V., a private limited liability company, incorporated 

under the laws of The Netherlands, having its principal place of business at Radarweg 36, 1042 AA 

Amsterdam, The Netherlands, believes that it would be damaged by the registration of Application 

Serial No. 86031633, and hereby files its Second Amended Notice of Opposition and opposes the 

registration of the mark "UNITED YACHT TRANSPORT."  

  

Exhibit "A"
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Pursuant to Sections 1(a) and 2(d), the grounds for opposition are as follows:  

1. Opposer and Applicant are both engaged in offering and selling in commerce services 

for the transport of yachts by boat.  

2. Upon information and belief, the principal office of Applicant is in Dania Beach, 

Broward County, Florida.  

3. The principal office of Opposer's subsidiary which is engaged in the yacht transport 

business is located in Broward County, Florida at the following address: 1535 S.E. 17
th

 Street, Suite 

200, Fort Lauderdale, Florida 33316. 

4. On August 7, 2013, Applicant  filed an application under Section 1(a) for registration 

of the mark "UNITED YACHT TRANSPORT" for "Transport of Yachts by Boat" in International 

Class 039, and U.S. Classes 100 and 105, U.S. Application Serial No. 86031633. 

5. Prior to July 16, 2013, Applicant's alleged date of first use, Opposer's predecessor  

Dockwise Yacht Transport LLC used the "UNITED YACHT TRANSPORT" mark and name in 

commerce to offer, sell and provide yacht transport services.  

6. Opposer acquired all rights, including all common law rights, in the mark "UNITED 

YACHT TRANSPORT" through an asset purchase agreement entered into on October 15, 2013 

among Opposer, Dockwise Yacht Transport LLC and other sellers (the "Agreement").  

7. Pursuant to the Agreement, Opposer acquired all of the assets of Dockwise Yacht 

Transport LLC and of other sellers, and obtained the rights to continue engaging in the yacht 

transport business activities conducted by or on behalf of Dockwise Yacht Transport LLC and the 

other sellers as of the closing date of the Agreement.  
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8. Pursuant to the Agreement, Opposer acquired two dedicated semi-submersible yacht 

carriers, including the largest of its kind, the M/V Yacht Express, a unique and distinctive yacht 

carrier vessel launched by Opposer’s predecessors in 2007.  The assigned International Maritime 

Organization number of the M/V Yacht Express is IMO 9346029.  

9. Opposer also acquired all rights, including all common law rights, in the mark 

"UNITED YACHT TRANSPORT" by means of an assignment from Dockwise Yacht Transport 

LLC to Opposer, effective October 15, 2013.  

10. In addition, Opposer owns the pending application under  Section 1(a) to register the 

mark "UNITED YACHT TRANSPORT" for "Transportation by boat; cross-ocean transportation of 

yachts by semi-submersible ocean going vessels," International Class 039 and U.S. Classes 100 and 

105, U.S. Application Serial No. 86041056, which was filed by Dockwise Shipping B.V. on August 

18, 2013.  Dockwise Shipping  B.V. assigned this application and all of its rights in the mark to 

Opposer, effective on July 1, 2014.  

Chronology of Prior Use by Opposer's Predecessors  

11. Opposer's predecessors used the mark "UNITED YACHT TRANSPORT" in 

commerce for the transport of yachts by boat for two decades before Applicant's alleged date of first 

use of July 16, 2013, and such predecessors continually used the mark in commerce, until the mark 

and the yacht transport business of Dockwise Yacht Transport LLC were sold and assigned to 

Opposer in October 2013.  

12. Opposer's predecessors include the following entities: United Yacht Transport (USA) 

Inc.; Dockwise Yacht Transport (USA) Inc.; and Dockwise Yacht Transport LLC.  
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13. From 1992 until 2000, United Yacht Transport (USA) Inc., a Delaware corporation 

incorporated on December 31, 1992,  used the mark in commerce for the transport of yachts by boat.   

14. On December 7, 1998, Dockwise N.V., a related entity of Opposer’s predecessors, 

filed an application under Section 1(a) to register the service mark "UNITED YACHT 

TRANSPORT" for "Transport by boat; cross-ocean transportation of yachts by semi-submersible 

ocean going vessels," Application Serial No. 75600286. The mark was registered on November 21, 

2000, U.S. Registration No. 2405244. The  registration was cancelled on August 25, 2007. 

15. Public filings made with the State of Delaware’s Division of Corporations establish 

that in June 2000 United Yacht Transport (USA) Inc. changed its corporate name to Dockwise Yacht 

Transport (USA) Inc. and in September 2006 Dockwise Yacht Transport (USA) Inc. began doing 

business as Dockwise Yacht Transport LLC.  

16. United Yacht Transport (USA) Inc. was authorized since December 31, 1992 to do 

business in Florida.  Public filings with the State of Florida's Division of Corporations reflect the 

corporate history of  United Yacht Transport (USA) Inc. and the registrations of the Dockwise 

entities to do business in Florida 

17. After the corporate changes by which United Yacht Transport (USA) Inc. evolved 

into Dockwise Yacht Transport (USA) Inc. and to Dockwise Yacht Transport LLC (collectively 

"Dockwise Yacht Transport"), Dockwise Yacht Transport continued to advertise and use the mark 

"UNITED YACHT TRANSPORT" in commerce in connection with providing the service of 

transport of yachts by boat.    

18. Since 2000, Dockwise Yacht Transport (USA) Inc., and Dockwise Yacht Transport 

LLC have advertised their yacht transport services  as either "United Yacht Transport, Inc." or 
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"Dockwise/United Yacht Transport, Inc.," with the same Fort Lauderdale address alleged in 

paragraph 3 hereof, in the annual Port Everglades Guide & Directory, an official Broward County 

publication, available in print and online. A copy of the relevant pages of the print version  of this 

publication for the following years are attached hereto as Composite Exhibit "1": 1998, 1999, 2001, 

2003, 2005, 2006, 2007-2008, 2008-2009, 2010, 2011-2012, 2012 – 2013 and 2014.  

19. Prior to Applicant's July 16, 2013 alleged date of first use, and specifically in 2012 

and 2013, Dockwise Yacht Transport, LLC displayed the mark "UNITED YACHT TRANSPORT" 

on its distinctive "float-on, float-off" semi-submersible yacht carrier, the M/V Yacht Express, while 

the vessel was transporting yachts between Port Everglades, in Fort Lauderdale, Florida and foreign 

ports. Four photographs of the M/V Yacht Express displaying the mark which are posted online at 

www.marinetraffic.com,  all of which indicate "dates taken" in 2012 and in 2013 prior to Applicant's 

alleged date of first use, are attached hereto as Exhibit “2.”  A photograph of the M/V Yacht Express  

displaying the mark which is posted online at www.yachtforums.com and indicates that it was taken 

in 2012 by the Fort Lauderdale "webcam" at Port Everglades is attached hereto as Exhibit "3."  Two 

photographs of the Yacht Express displaying the mark which are posted online at  

www.shipspotting.com, both of which indicate dates taken of March 9, 2012, at “St. Thomas 

Charlotte Amalie, Virgin Islands (U.S.)” are attached hereto as Composite Exhibit “4.”  

20. Prior to Applicant's alleged date of first use, and specifically in 2012 and 2013, 

Dockwise Yacht Transport, LLC displayed the mark "UNITED YACHT TRANSPORT" on its 

distinctive "float-on, float-off" semi-submersible yacht carrier, the M/V Super Servant 4, while the 

vessel was transporting yachts in commerce. Two photographs of the M/V Super Servant 4  

displaying the mark while engaged in the service of transport of yachts by boat in commerce, which 

http://www.marinetraffic.com/
http://www.yachtforums.com/
http://www.shipspotting.com/
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were taken in Newport, Rhode Island by commercial photographer, Onne Van der Wal, on 

November 14, 2012, are attached hereto as Composite Exhibit "5."   

21. Since October 2013, Opposer has continued operating the yacht transport business of 

its predecessor entities under the names "DYT" and "DYT Yacht Transport" and has continued using 

the dedicated yacht transport carriers acquired in the Agreement, including the M/V Yacht Express, 

to transport yachts by boat in commerce. 

22. The names "DYT" and "DYT Transportation" are registered as fictitious names of 

Opposer's subsidiary Sevenstar Transport USA Agencies LLC.   

23. Since October 2013, Opposer has used and currently is using the "UNITED YACHT 

TRANSPORT" mark in commerce to advertise and sell the services of transport of yachts by boat 

and has plans to expand its use of the mark and name in commerce.   

Applicant's Filings with the USPTO  

Made With Intent to Defraud the USPTO 

 

24. Applicant adopted the mark "UNITED YACHT TRANSPORT" in bad faith with 

knowledge of the prior and continuous use of said mark by Opposer's predecessors, with the intent to 

gain a benefit and trade off of the reputation and goodwill associated with the mark "UNITED 

YACHT TRANSPORT" which had been established by decades of prior use and advertising by 

Opposer's predecessors.   

25. On information and belief, prior to filing its application to register the mark on 

August 7, 2013, Applicant had knowledge that Dockwise Yacht Transport had prior use of the mark 

in commerce and was continuing to use the mark in commerce and that Dockwise Yacht Transport 

had legal rights in the mark superior to any claimed rights of Applicant in the mark.   
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26. On information and belief, prior to filing its application to register the mark on 

August 7, 2013, Applicant had  knowledge that a likelihood of confusion would result from 

Applicant's use of the identical mark UNITED YACHT TRANSPORT, or had no reasonable basis 

for believing otherwise.     

27. On information and belief, Applicant obtained this knowledge from its involvement 

or participation, either directly or through an intermediary, with efforts of a third party to acquire the 

yacht transport business and the mark UNITED YACHT TRANSPORT from Opposer's predecessor, 

Dockwise Yacht Transport.    

28. In interrogatory answers in this proceeding, Applicant has disclosed that, during the 

period of June 2011 to March 2013, Applicant's President Paul Haber, assisted with financing 

negotiations relating to Dockwise Yacht Transport's planned sale of its yacht transportation business 

and the mark UNITED YACHT TRANSPORT to a third party.   

29. In interrogatory answers in this proceeding, Applicant has disclosed that during the 

time period of January 2012 through March 2012, Applicant's President Paul Haber, learned that the 

mark UNITED YACHT TRANSPORT was displayed on the side of Dockwise's yacht transport 

vessel, the M/V Yacht Express.  

30. In addition, in August and September 2013, Applicant received a cease and desist 

letter from Dockwise counsel and Applicant's counsel received email communications from 

Dockwise counsel which provided unequivocal evidence of Dockwise's then-ongoing use of the 

mark in commerce as follows: display on the mark UNITED YACHT TRANSPORT on Dockwise's 

mammoth (700+ foot) yacht transport vessels and listing of "Dockwise/United Yacht Transport" as 

one of the Shipping Lines in the Port Everglades Guide & Directory.  (A copy of the August 20, 
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2013 cease and desist letter and September 13, 2013 email from Dockwise counsel are attached 

hereto as Composite Exhibit "6").   

31. Even after being apprised of Dockwise's prior use and superior rights in the mark and 

receiving further evidence of same from Dockwise counsel, Applicant continued prosecuting its 

Application to register the mark, through the filing of a Response to Office Action on May 19, 2014 

and an April 22, 2015 Motion seeking leave to amend the filing basis for its Application from 

Section 1(a) to Section 1(b).  

32. On information and belief, Applicant continued prosecuting its Application to register 

the mark with knowledge that Dockwise Yacht Transport had prior use of the mark in commerce and 

was continuing to use the mark in commerce and that Dockwise Yacht Transport had legal rights in 

the mark superior to any claimed rights of Applicant in the mark.   

33. On information and belief, Applicant continued prosecuting its Application to register 

the mark with knowledge that a likelihood of confusion would result from Applicant's use of the 

identical mark UNITED YACHT TRANSPORT, or had no reasonable basis for believing otherwise.   

34. Applicant, with the intent to deceive the USPTO, knowingly made material false 

representations to the USPTO and purposefully failed to disclose facts regarding Dockwise's prior 

use and superior rights in the mark to the USPTO. Specifically, with the intent to deceive the 

USPTO, Applicant knowingly and purposefully failed to disclose facts known to it regarding 

Dockwise's prior use and rights in the mark as alleged, and made material false representations and 

oaths in its use-based Application filed on August 7, 2013 and in its May 19, 2014 Response to 

Office Action.   
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35. Specifically, in  Application Serial No. 86031633 filed on August 7, 2013, Applicant 

signed the Declaration included in the Application ("First Declaration"). In its First Declaration, 

Applicant declared under oath and represented to the USPTO that Applicant believed itself to be the 

owner of the mark  sought to be registered, that to the best of its knowledge and belief no other 

person, firm, corporation or association had the right to use the mark in commerce in connection 

with the services identified in the Application and that all statements in the Application were true 

and correct.  

36. Applicant's First Declaration was false and knowingly made by Applicant with the 

intent to deceive the USPTO and to procure a registration for the mark to Application to which 

Applicant was not entitled because, as alleged herein, Applicant had knowledge at the time of filing 

its Application of Dockwise's Yacht Transport's prior use of the mark in commerce and superior 

rights in the mark and that a likelihood of confusion would result from Applicant's use of the 

identical mark UNITED YACHT TRANSPORT, or Applicant had no reasonable basis for believing 

otherwise.   

37. On May 19, 2014, Applicant filed a Response to Office Action and filed specimens of 

photographs of a website showing the mark UNITED YACHT TRANSPORT which Applicant 

falsely represented to be its website that was in use in commerce as of the August 7, 2013 filing date 

of its Application.  

38. In its Response to Office Action, with the intent to deceive the USPTO, Applicant 

knowingly failed to disclose facts relating to Dockwise's prior use and superior rights in the mark 

and knowingly made material made false representations to the USPTO in the Declaration under 

oath contained in  its Response ("Second Declaration"). 
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39. Applicant's Second Declaration was false and knowingly made by Applicant with the 

intent to deceive the USPTO and to procure a registration for the mark to Applicant to which 

Applicant was not entitled because, as alleged herein, Applicant had knowledge at the time of filing 

its May 19, 2014 Response to Office Action of Dockwise's Yacht Transport's  use of the mark in 

commerce prior to the filing date of Applicant's Applicant and superior rights in the mark and that a 

likelihood of confusion would result from Applicant's use of the identical mark UNITED YACHT 

TRANSPORT, or Applicant had no reasonable basis for believing otherwise.   

40. By knowingly failing to disclose Dockwise's prior use of the mark, including but not 

limited to Applicant's knowledge gained in early 2012 by its President Paul Haber that Dockwise 

was using the mark on the M/V Yacht Express and the facts and evidence communicated to 

Applicant and its counsel by Dockwise counsel in September and October 2013 as alleged herein,  

that Dockwise had superior rights in the mark and that a likelihood of confusion would result from 

Applicant's use of the mark or that Applicant had no reasonable basis for believing otherwise, 

Applicant knowingly made material false representations to the USPTO and intended to defraud the 

USPTO in order to procure a registration in the mark to which Applicant was not entitled.  

41. Based on Applicant's actual knowledge of Dockwise's priority and continuous use of 

the mark in commerce and Dockwise's superior legal rights in the mark arising therefrom, Applicant 

filed and has prosecuted its Application with the intent to defraud the USPTO.   

42. In addition to adopting the mark "UNITED YACHT TRANSPORT," Applicant 

deliberately has sought to create marketplace confusion and the false impression that there is a 

relationship between Applicant and Opposer and/or Opposer's predecessors, by using the mark 

"UNITED YACHT TRANSPORT" with a logo and online advertising which feature the identical 
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and distinctive color combination of orange and royal blue, used by Opposer's predecessors to 

establish the mark, origin of services of yacht transport and associated goodwill in commerce, and 

currently used by Opposer.   

43. Applicant's mark "UNITED YACHT TRANSPORT" is identical to the mark 

"UNITED YACHT TRANSPORT" used by Opposer's predecessors for many years prior to July 16, 

2013, Applicant's alleged date of first use.  

44. On information and belief, the services of Applicant, namely the transport of yachts 

by boat, are the same or substantially the same as the services of transportation of yachts by boat 

which were offered and provided by Opposer's predecessors and currently are offered and provided 

by Opposer.  

45. The services of yacht transport by boat which are offered and sold by Opposer under 

the "UNITED YACHT TRANSPORT" mark and name are likely to be purchased and used by the 

same class of purchasers, i.e. yacht owners, who are likely to purchase Applicant's services.  

46. Opposer and Applicant compete “head to head” providing the identical services to the 

same target market.  The yacht transport services of Opposer and Applicant are and will be marketed 

through the same and related channels of trade to reach the same target market of yacht owners 

needing the services of yacht transportation by boat.   

47. This target market is comprised of yacht owners who desire to transport their yachts 

by boat between U.S. ports, including Port Everglades, Florida, and foreign ports, including ports in 

the Caribbean, the Mediterranean, and the South Pacific.  Attached hereto as Exhibits “7” and “8” 

are the yacht transport destinations serviced by Opposer and Applicant, respectively.  
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48. The public, and particularly yacht owners purchasing yacht transport services, have 

long associated the mark "UNITED YACHT TRANSPORT" with Opposer's predecessors, 

Dockwise Yacht Transport, LLC, Dockwise Yacht Transport (USA), Inc., and United Yacht 

Transport (USA), Inc.  

49. As a result, if the identical mark "UNITED YACHT TRANSPORT" is applied to the 

services of Applicant, it will  cause confusion or deceive purchasers into having the mistaken belief 

that the services of Applicant originate from, or are disseminated with Opposer's approval, 

sponsorship or control, all to the great damage of Opposer.  

50. Opposer has standing to oppose registration of the mark because it would be  

damaged by the registration of the mark "UNITED YACHT TRANSPORT" in the principal register. 

51. Based on Applicant's interrogatory answers in this proceeding, Applicant's first use of 

the mark "UNITED YACHT TRANSPORT" in commerce was in the fall of 2013, which is months 

after the date of Applicant's filing of its use-based application, over two decades after the date of first 

use by Opposer's predecessor, United Yacht Transport (USA), Inc., of the "UNITED YACHT 

TRANSPORT" mark and name and over one year after Dockwise Yacht Transport's use of the mark 

on its vessels the M/V YACHT EXPRESS and the M/V SUPER SERVANT 4.  

52. In view of the identity between Applicant's mark "UNITED YACHT TRANSPORT" 

and Opposer's mark "UNITED YACHT TRANSPORT" in terms of commercial impression and 

meaning, and in view of the substantially identical nature of the yacht transport services offered and 

sold in commerce by both Applicant and Opposer, Opposer alleges that Applicant's mark consists of 

and comprises matters which may disparage and falsely suggest a trade connection between Opposer 

and Applicant. 
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53. Opposer is not nor will it be connected or associated with the services of yacht 

transport by boat which Applicant is providing under the mark "UNITED YACHT TRANSPORT."  

54. If the Applicant is able to register the mark "UNITED YACHT TRANSPORT" for 

the services set forth in its application, confusion of the trade and public is likely to result, and such 

confusion will result in damage and injury to Opposer.   

55. If Applicant is granted a registration for the mark "UNITED YACHT 

TRANSPORT," it will obtain at least a prima facie exclusive right to use the mark.  

56. Such registration would be a source of damage and injury to Opposer.  

57. In addition, pursuant to Section 1(a), on information and belief, including disclosures 

made by Applicant in discovery responses in this proceeding,  Opposer contests the date of first use 

and date of first use in commerce alleged in Applicant's application.  

58. There was no bona fide use by Applicant of the mark "UNITED YACHT 

TRANSPORT" in commerce prior to Applicant's filing of a use-based application for registration 

under Section 1(a) of the Act.   

59. Applicant's application is void ab initio and invalid because Applicant, with the intent 

to deceive the USPTO, knowingly made false representations to the USPTO. Specifically, with the 

intent to deceive the USPTO, Applicant knowingly made false representations in its use-based 

Application filed on August 7, 2013 and in its May 19, 2014 Response to Office Action.  

60. In  Application Serial No. 86031633 filed on August 7, 2013, Applicant represented 

to the USPTO that Applicant first used the mark UNITED YACHT TRANSPORT in commerce on 

August 5, 2013 which was false. Applicant, by its own admission, did not use the mark in commerce 

until months after the filing date of its Application.  
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61. On May 19, 2014, Applicant filed a Response to Office Action and filed specimens of 

photographs of a website showing the mark UNITED YACHT TRANSPORT which Applicant 

falsely represented to be its website that was in use in commerce as of the August 7, 2013 filing date 

of its Application. Applicant has disclosed in this proceeding that the website depicted by the 

photographic specimens that Applicant submitted filed in its Response to Office Action were not 

posted online until late March 2014.  

62. In connection with its August 7, 2013 Application and its March 19, 2014 Response 

to Office Action, Applicant acted with intent to defraud the USPTO or had a reckless disregard for 

the truth with respect its submissions to the USPTO.  

Applicant's Use of the Mark to Provide the Services of the Transport of Yachts by Boat 

Prior to February 8, 2016 Constituted Applicant's Unlicensed Services as an Ocean 

Transport Intermediary in Violation of the Shipping Act of 1984  

 

63. The Shipping Act of 1984,  46 U.S.C. §§ 40101, et seq., prohibits any person in the 

United States from providing services as an "ocean transport intermediary" without a license issued 

by the Federal Maritime Commission, a bond to ensure financial responsibility and publication of its 

tariff. 

64. In or about October 2013, Applicant began providing the services of the transport of 

yachts by boat using the mark UNITED YACHT TRANSPORT in U.S. foreign commerce.    

65. Starting in October 2013, Applicant has provided  the services of the transport of 

yachts by boat using the mark without holding a license as an "ocean transport intermediary" issued 

by the Federal Maritime Commission as required by The Shipping Act of 1984.   

66. Applicant did not submit an Ocean Transport Intermediary application to the Federal 

Maritime Commission until December 2015 and, upon information and belief, Applicant filed its 
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application for licensure only after the Federal Maritime Commission's Bureau of Enforcement 

investigated Applicant for operating as an unlicensed "ocean transport intermediary" in violation of 

the Shipping Act of 1984.  

67. Applicant was not licensed by the Federal Maritime Commission as an "ocean 

transport intermediary" until February 8, 2016.  A copy of Applicant's Ocean Transport Intermediary 

License, Ocean Freight Forwarder and Non-Vessel-Operating Common Carrier, License No. 

025897NF, effective February 8, 2016 is attached hereto as Exhibit "9".  

68.  In 2013, 2014, 2015 and 2016 until the February 8, 2016 effective date of Applicant's 

Ocean Transport Intermediary License No. 025897NF, Applicant provided yacht transport services 

using the mark as an "ocean transport intermediary" in violation of the Shipping Act of 1984.  

69. Applicant's use of the mark in commerce to provide the services of the transport of 

yachts by boat on which its U.S. Application Serial No. 86031633 is based was, until February 8, 

2016, unlawful use in violation of the Shipping Act of 1984.  

70. A copy of the "Warning Letter" dated March 29, 2016 from the Federal Maritime 

Commission's Bureau of Enforcement to Applicant,  which references the Bureau's investigation into 

the operations of Applicant with respect to shipments of yachts in the U.S. foreign commerce during 

2014 and 2015 and Applicant's apparent violations of the Shipping Act of 1984, is attached hereto as 

Exhibit "10." The Warning Letter states, inter alia, that based on information provided to the Bureau 

of Enforcement it appears that "United Yacht Transport LLC [Applicant] acted as an ocean transport 

intermediary in the United States without a license, bond, or tariff in apparent violation of sections 8 

and 19 of the Shipping Act, 46 U.S.C. §§ 40501, 40901, and 40902."  
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71. Applicant's unlawful use of the mark in violation of the Shipping Act of 1984  and the 

implementing regulations of the Federal Maritime Commission does not qualify as "use in 

commerce" of the mark under the Lanham Act so as to establish any trademark rights or trademark 

priority of Applicant. 

Opposer hereby appoints J. Michael Pennekamp, Esquire and Sandra I. Tart, Esquire, both 

members of the Florida Bar and the firm of Fowler White Burnett, P.A., Brickell Arch, 1395 Brickell 

Avenue, 14
th

 Floor, Miami, Florida 33131, to act as its attorneys in the matter of the opposition 

identified above, to prosecute said opposition, to transact all business in the Patent and Trademark 

Office, and in the United States courts connected with the opposition, to sign its name to all papers 

which are hereinafter to be filed in connection therewith, and to receive all communications relating 

to the same. 
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WHEREFORE, Opposer, by and through its counsel, prays that the Trademark Trial and 

Appeal Board decide that U.S. Application Serial No. 86031633 is invalid and void ab initio,  refuse 

registration of the mark sought to be registered by Applicant in U.S. Application Serial No. 

86031633, sustain this Opposition, lift the stay and permit Opposer to register the mark in U.S. 

Application Serial No. 86041056 in the United States Patent and Trademark Office, and grant such 

other and further relief as is just and proper.   

Date: __________, 2016   

 

 

Respectfully submitted, 

 

 

 

 J. Michael Pennekamp 

Fla. Bar No. 983454 

Email: jpennekamp@fowler-white.com 

Sandra I. Tart 

Fla. Bar No. 358134 

Email: start@fowler-white.com 

 

FOWLER WHITE BURNETT, P.A. 

Brickell Arch  

1395 Brickell Avenue  

14
th

 Floor  

Miami, Florida 33131  

Telephone:    (305) 789-9200  

Facsimile:      (305) 789-9201  

 

Counsel for Opposer   

 

 

 

 

 

 

 

 

mailto:jpennekamp@fowler-white.com
mailto:start@fowler-white.com


   

  Opposition No. 91219179 

  Third Amended Notice of Opposition 

 

 

18 

 

CERTIFICATE OF SERVICE 

 

I hereby certify that a true and correct copy of the foregoing Opposer's Third Amended 

Notice of Opposition has been e-filed via ESTTA and served upon Bryan D. Hull, Esquire, counsel 

for Applicant United Yacht Transport, LLC, by email to bhull@bushross.com, this _____ day of 

__________, 2016.   

  

 

 Sandra I. Tart 
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	8. Pursuant to the Agreement, Opposer acquired two dedicated semi-submersible yacht carriers, including the largest of its kind, the M/V Yacht Express, a unique and distinctive yacht carrier vessel launched by Opposer’s predecessors in 2007.  The assigned �
	9. Opposer also acquired all rights, including all common law rights, in the mark "UNITED YACHT TRANSPORT" by means of an assignment from Dockwise Yacht Transport LLC to Opposer, effective October 15, 2013.
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	Chronology of Prior Use by Opposer's Predecessors
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	12. Opposer's predecessors include the following entities: United Yacht Transport (USA) Inc.; Dockwise Yacht Transport (USA) Inc.; and Dockwise Yacht Transport LLC.
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	15. Public filings made with the State of Delaware’s Division of Corporations establish that in June 2000 United Yacht Transport (USA) Inc. changed its corporate name to Dockwise Yacht Transport (USA) Inc. and in September 2006 Dockwise Yacht Transport (US�
	16. United Yacht Transport (USA) Inc. was authorized since December 31, 1992 to do business in Florida.  Public filings with the State of Florida's Division of Corporations reflect the corporate history of  United Yacht Transport (USA) Inc. and the registr�
	17. After the corporate changes by which United Yacht Transport (USA) Inc. evolved into Dockwise Yacht Transport (USA) Inc. and to Dockwise Yacht Transport LLC (collectively "Dockwise Yacht Transport"), Dockwise Yacht Transport continued to advertise and u�
	18. Since 2000, Dockwise Yacht Transport (USA) Inc., and Dockwise Yacht Transport LLC have advertised their yacht transport services  as either "United Yacht Transport, Inc." or "Dockwise/United Yacht Transport, Inc.," with the same Fort Lauderdale address�
	19. Prior to Applicant's July 16, 2013 alleged date of first use, and specifically in 2012 and 2013, Dockwise Yacht Transport, LLC displayed the mark "UNITED YACHT TRANSPORT" on its distinctive "float-on, float-off" semi-submersible yacht carrier, the M/V �
	20. Prior to Applicant's alleged date of first use, and specifically in 2012 and 2013, Dockwise Yacht Transport, LLC displayed the mark "UNITED YACHT TRANSPORT" on its distinctive "float-on, float-off" semi-submersible yacht carrier, the M/V Super Servant �
	21. Since October 2013, Opposer has continued operating the yacht transport business of its predecessor entities under the names "DYT" and "DYT Yacht Transport" and has continued using the dedicated yacht transport carriers acquired in the Agreement, inclu�
	22. The names "DYT" and "DYT Transportation" are registered as fictitious names of Opposer's subsidiary Sevenstar Transport USA Agencies LLC.
	23. Since October 2013, Opposer has used and currently is using the "UNITED YACHT TRANSPORT" mark in commerce to advertise and sell the services of transport of yachts by boat and has plans to expand its use of the mark and name in commerce.
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	Made With Intent to Defraud the USPTO
	24. Applicant adopted the mark "UNITED YACHT TRANSPORT" in bad faith with knowledge of the prior and continuous use of said mark by Opposer's predecessors, with the intent to gain a benefit and trade off of the reputation and goodwill associated with the m�
	25. On information and belief, prior to filing its application to register the mark on August 7, 2013, Applicant had knowledge that Dockwise Yacht Transport had prior use of the mark in commerce and was continuing to use the mark in commerce and that Dockw�
	26. On information and belief, prior to filing its application to register the mark on August 7, 2013, Applicant had  knowledge that a likelihood of confusion would result from Applicant's use of the identical mark UNITED YACHT TRANSPORT, or had no reasona�
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	50. Opposer has standing to oppose registration of the mark because it would be  damaged by the registration of the mark "UNITED YACHT TRANSPORT" in the principal register.
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